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REMARKS 

Claims 1-8, 10, 1 1 and 14 are pending. Claim 9 has been canceled. Claim 14 has been 
added. No new matter has been added. 

Claims 1, 5, 7-8, 10-1 1 are rejected under 35 USC 102(b) as being anticipated by 
JP2000-250249 (JP '249 hereinafter). This rejection is respectfully overcome. 

In light of the foregoing amendments, this rejection is moot and should be withdrawn. 

Claims 6 and 9 are rejected under 35 USC 103(a) as being unpatentable over JP 2000- 
250249. This rejection is respectfully traversed. 

Claim 6 recites "a center line average roughness Ra of the surface of the image receiving 
sheet is set to 0.2 \xm or larger and to 1 .0 |um or smaller." In other words, the center line average 
roughness Ra of the surface of the image receiving sheet is between 0.2 |im and 1.0 jam. JP '249 
fails to disclose or suggest this feature. 

The Examiner admits that JP '249 does not actually teach the claimed feature, but asserts 
that since JP 6 249 does teach that the surface layer should have concave and convex portions in 
order to allow the toner to be released, it would have been obvious to one of ordinary skill in the art 
to have selected the particular surface roughness through the process of routine experimentation to 
optimize the toner holding and releasing capacity of the image receiving sheet. Applicants 
respectfully disagree. 

JP '249 discloses that the center line average roughness of the sheet surface is smaller 
than 0.1 (im to provide a smooth flat surface. Since this is the motivation behind selecting such a 
small center line average roughness of the sheet surface, one of ordinary skill in the art would 
realize that increasing the average roughness would actually teach away from the purpose of the 
originally selected value. In other words, if the stated purpose behind selecting this value is to 
provide a smooth flat surface, selecting a larger value would only work against this purpose and 
create a less smooth and less flat surface. 
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In addition, the Funderworth Force of the toner particles becomes too large so that the 
adhering force of the toner particles to the sheet surface increases. Therefore, good cleanability 
(i.e., toner removability) can not be obtained and recycling of the sheet may be prohibited according 
to the device disclosed by JP '249. 

With respect to toner removability, JP '249 teaches a method described at paragraph 
[0027]. JP '249 discloses that toner removal is performed by means of a special device specifically 
for the purpose of removing the toner. Thus, one of ordinary skill in the art would have had no need 
to increase the center line average roughness in JP '249 to aid in removing toner because JP '249 
provides a specific function which accomplishes this objective. 

Thus, Applicants submit that one of ordinary skill in the art would not have been 
motivated to modify JP '249 in the manner suggested by the Examiner. 

Furthermore, Applicants remind the Examiner that to prove a prima facie case of 
obviousness, one must point to specific evidence of a motivation to modify the reference within the 
reference itself. The Examiner has failed to meet his burden. The Examiner has failed to point to 
any specific evidence within JP '249 itself which would suggest the desirability of modifying the 
center line average roughness of the sheet surface to optimize the toner holding a releasing capacity 
of the image receiving sheet. Thus, the features of claim 6 are not taught or suggested by JP '249. 

Claim 8 recites "a content of the fine particles of metal oxide is set to 0.1 g through 2 g 
per square meter of the image receiving sheet." The Examiner admits that this feature is not 
specifically taught by JP '249 but asserts that since the particles present act as pigments, it would 
have been obvious to have optimized the amount of pigment through routine experimentation. 
Applicants respectfully disagree. 

At paragraphs [0119] through [0124] of the present specification, it is disclosed that 
good toner removability can not be obtained if the content of the fine particles of metal oxide is 
either too large or too small. In other words, according to that which is claimed in claim 8, the 
coverage of applicable removal device broadens, thereby, even a small removal device can be 
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applied. For it to have been obvious in light of JP '249 to provide the claimed content of the fine 
particles of metal oxide, it must have been realized by the inventors of JP '249 that this was a 
variable that achieves a desired result. There is no evidence within JP '249 that this is the case. In 
other words, there is no disclosure in JP '249 which suggests the desirability of experimenting with 
these values to obtain the optimal value which would result in good toner removability. There is 
simply no suggestion in JP '249 which would indicate the desirability of modifying the reference in 
the manner suggested by the Examiner. Accordingly, the features of claim 8 are not taught or 
suggested by JP '249. 

In light of the foregoing, Applicants request that this rejection be withdrawn. 

Claims 2-4 are rejected under 35 USC 103(a) as being unpatentable over JP2000-250- 
249 in view of Iwakura, U.S. Patent 5,697,034. This rejection is respectfully traversed. 

Claims 2-4 depend indirectly from claim 6. Since JP '249 fails to teach or suggest the 
features of claim 6, and Iwakura fails to overcome the deficiencies of JP '249, Applicants request 
that this rejection be withdrawn. 

Claims 1-5, 7-8 and 10-1 1 are rejected under 35 USC 102(e) as being anticipated by 
Kurita, U.S. Patent 6,529,704. This rejection is respectfully overcome. 

In light of the foregoing claim amendments, this rejection is moot and should be 

withdrawn. 

Claim 1 was objected to for containing an extraneous word. As the phrase containing 
this word was in every claim, all pending claims have been amended to delete the word "type". 
Withdrawal of the objection is respectfully requested. 

In view of the above, each of the presently pending claims in this application is believed 
to be in immediate condition for allowance. Accordingly, the Examiner is respectfully requested to 
withdraw the outstanding rejection of the claims and to pass this application to issue. If it is 
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determined that a telephone conference would expedite the prosecution of this application, the 
Examiner is invited to telephone the undersigned at the number given below. 

In the event the U.S. Patent and Trademark office determines that an extension and/or 
other relief is required, applicant petitions for any required relief including extensions of time and 
authorizes the Commissioner to charge the cost of such petitions and/or other fees due in connection 
with the filing of this document to Deposit Account No. 03-1952 referencing docket no. 
204552021810. 



Dated: October 11, 2005 Respectfully submitted. f\ /") 

Deborah S. Gladstein 

Registration No.: 43,636 
MORRISON & FOERSTER LLP 
1650 Tysons Blvd, Suite 300 
McLean, Virginia 22102 
(703) 760-7753 
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